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ftEMABKS 

The Applicant quests reconsidenmon of this - -««■ 

CWms .-12 and 14 have been canceUed without prejudice, to accordance w«n J7 CM. » 

m ^ tat hecunen, Response. Therefore, chums 13andl5.27 are present for exauunanon. 

to the Final Office Action, ft. Examiner rejected claims 13 and 1 5-27 under 35 U.S.C. jj 
,01 The Examiner rtated two alleged 

requirements tor -ny subject mauer: -** practical application of an algorithm or tdea resuh 
in a useful, concrete, tangible result, AND . . • claim provides a limitation in the technological art 
to enables a usefcl, concrete, tangible result." M ofJw A MM.P2. 

As to the question, "What is statutory subject matter*?" the Applicant respectfully points 

may obtain a paten, therefor, subject . the conditions and requirement of ftis ntie. 35 U.S_C§ 
101 (emuhasi, added). The U.S. Supreme Court, whose precedent binds no, only the US. Court 
of Appeals for the Federal Circuit ("Federal Circuit" - successor to ft. Court « 
Patent Appeal - C.C.P.A.,, but also lower courts and tie U.S. Paten, * Trademark Office, h- 
iuterpreted *is sanue and se, forth the exclusions from patents*,.*: -Excluded from such 
patent protection arc ^ W. - <*«™> **-■ 

L*r 450 U.S. 175, ,85 (1981, (emphasis added). If additional carries were interpret by 
*. Supreme Court to be excluded torn the scope of 35 U.S.C. § 101, Applicant submrts to the 
Supreme Court would have lirted them along *Ub -laws o, nature, namra. ph™ -d 
absrrac, ideas." The Supreme Court has also recognised to Congress, in lesslahng 35 U.S.C. i 
,01. -intended sunaory suhieamatterto -include auy^underti* sun *~ 
450 U.S. at 18. (quoting S. Rep. No. 1979, 82d Cong. 2d Sess., 5 (1952), H. R. Rep. 



Page 6 of 13 



PAGE 7/14 * RCVD AT 8/3/2005 7:02:20 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-6/0 * DNIS:8729306 * CSID:3036073600 « DURATION (mm-ss):04-18 



Aug-03-05 05:04pm From-FAEGRE&BENSON LLP 



3036073600 



T-395 P. 08/14 F-916 



Atty. Docket No.. Wj^Jf 03 
Serial No.: 09/870.228 

rtJ o * ,ioo\ n <i CnAe Cons & Admin- News 1952, pp. 2394, 
No. 1923, S2d Cong., 2d Sess., 6 (1952), U.b. coae cong. oc «u«um 

2399). 

The Examiner has cited "MPEP Section iV 2(b)" to support the two alleged conditions 
for statutory subject matter. Final Office Action of June 3. 2005, p 2. Although « 
which MP£P Section the Examiner refers to, it appears that the Exarmner may be referring to 
MPEP § 2106 t W)(B)C2)(bXii), which indicates that a "claim is limited to a practical appncanon 
[in rae technological arts] when the method, as claimed, produces a concrete, tangible and useful 
result" (Citing AT&T Corp. , Etcel Communications. Inc., 172 F.3d 1352, 1358 (Fe* C,r 
1999)) b the AT&T Corp. case, from which this phrase in the MPEP is derived, the Federal 
Circuit reiterated its finding from Arrhythmia Research Technology., Inc. v. Corazon* Corp., 
958 F 2d 1053 (Fed. Cir. 1992): "that the claimed process Wormed' data from one 'form to 
anomer simply confirmed that Arrhythmia's method claims satisfied §101 because *e 
mathematical algorithm included within the process was applied to produce a nutter »H>cH 
Had specific meaning - a useful, concrete, tangible result - not a nvHemancal abstraction. 
AT&T Corp, 172 F.3d at 1359 (emphasis added). Such recent cases present a fuller picture of 
the courts' interpretation of 35 U.S.C. f 101 man iust *e four 1970, peases cit« i by £ 
Examiner. See Final Office Action of June 3, 2005, p 2 (citing In re Toma, 375 Md 872 
(C.C.P.A. 1978); In re Johnston, 502 F.2d 765 (C.CP.A. 1974); In re Waldbaum, 457 F.2d 997 
(C.C.P.A. 1972); In re Musgrave, 431 F.2d882 (C.CP.A. 1970)). 

Applying the statutory language of 35 U.S.C. § 101 and the courts' interpretation thereof 
w the claims of the current application reinforces that claims 13 and 15-27 meet the "new and 
useful process" element of 35 U.S.C. § 101. Each of these claimed methods produces a result 
"which hats] specific meaning - a useful, concrete, tangible result - not a mathematical 
abstraction," AT&T Corp., 172 F-3d at 1359, such as, for example, « »ymrtf U *™ « 

■ r » riaim 13 for example, recites inter alia, "producing a 

"i mriiicing information. Clam li, lor euuup , 

^^b^ond^^us^ of voHUaasa^^" » d 

Ctata 1 5, to example, recto Mr <*. *" d 
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LihMjUtt *n>»S» VsH^fflfflfc where* each of the VoIP caH 

^ 1 HI flr- n 1 1 — • " J " r " f ' T ° f "TT ' 

JnatarMrinWO*- ** e,OTmB ° f daim5 13 "* 15 " 27 " ,° 

solid foundation in the .ectoological an* such mediods produce meaningfcl, concrete, useful, 
red-life results, not mere abstract ideas or mere manemaiical equations. 

Furthermore, *. undesigned has reviewed the four 1970's cases cited by the Examiner, 
and finds them to be consistent with a reception of ciaims ,3 and W7 » proper «my 
subject maner. These te cases set form examples of claimed inventions that Wo tail withu, the 
Jbnological am," bu, none of the case, sets forth precedent that would bar the present mm* 
"old scop, of 35 U.S.C. ,,«.*.* « ^ S7S F,d 872 (C.C.P.A. .978); * » 
L.o, 502 F.2d 765 (C.C.P.A. ,074,; * « «7 F.2d 997 (C.CP.^ 1972,; * nr 

Jtara* «1 F.2d 882 (C.C.P.A. 1970). to to thei, « Ita. case distinguishes and touts 
/„ „ iter*.. * « *■* 5" F.2d a. 878 ("The language which the examiner has quoted 
was written in answer to -mental neps' rejections and was no, huended to form a bass for a new 
, l0l rejection as the examiner apparently suggeas"). Applicant respeofully submits ma. a 
court's statement of wha. ft mm** subject maner does no, necessarily serve as a smement o 
what » m , statutory subject maner. As mentioned above, the Supreme Court has already se, 
forth exclusions to srawory subject maner, and they « "laws of namre. naural phenomena 
^abstract ideas." ^^,45011.5. a, 185. The Cairns of me present application do no, fall 
„ any of these excluded c^egories. Applicant also «spe«My rcque* , * 

~ « iT^r* & 101 such as AT&i Lorp. v. -eatr* 
review more recent cases interpreting 35 U.S.C. <! IUI, sucn 

*», "2 F.3d .352 (Fed. Cir. .999); Aetata *— «* ™*>, 
, Corp., 958 F.2d .053 (Fed. Cir. .992); and Smm * ** * <* , W 

l*i Crw. 149 F.3d 1368 (Fed. Cir. 1998), for example. 
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For at least the aforementioned reasons, Apphcant respectfully requests the Examiner to 
wnhdraw the claim rejections under 35 U.S.C. § 101. Claims 13 and 15-27 are believed to be » 
condition for allowance, such being respectfully requested herem. 



r T AIM REJECTIO N - ™ TT-S.C. S 102 

in the Final Office Action, the Examiner rejected claim 14 under 35 U.S.C. § 102(e) as 
being anticipated by Gross et al. (U.S. 6,553,5! 5) (hereinafter "Gross")- Claim 14 was the only 
C Mm of the present Ration that was twice rejected based on the same reference. Applicant 
h8S cancelled claim 14 without prejudice, and therefore respectfully requests the Exammer to 
withdraw the rejection under 35 U.S.C. § 102(e). 

&TM RF.TRgTIQ fl g - ™ H-S C. S 103 

to the Final Office Action, the Examiner rejected claims 13 and 15 under 35 U.S.C. 
I109W as being unpatentable over Murphy et al. (U.S. 6,282,192) (hereinafter "Murphy") m 
view of Gross et al. (U.S. 6,553,515) (hereinafter "Gross"). Applicant respectfully asserts that 
claims 13 and 15 are patentable over the combination of Murphy and Gross. 

Claim 13 provides, inter alia, "producing « fi,il„re rate based on d^nert cause codes 
^„,„» w records associated with VOIP call traffic handled by a E ar fiS! fer_VoIF 
^ . ^ rime inters determining if the failure rate exceeds a defaned 

^eshold; and r f - « » * ***** 

threshold." Claim 15 provides, inter alia, "computer program product . . . compnsmg 
for causing a computer to: produce f J ,n M,tr infnr m^ on d^ect 

^ _ for ■ ^ determine 

^formation exceeds a defined threshold; and OT an if it f d„ermined that +> 
rate infor ™*™ eYceedf <***«^ threshold." 
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"In order to establish a prima facie case of obviousness," one criteria is that the "prior art 
reference (or references when combined) must teach or suggest all the claim limitations." MPEP § 
2142. At least one claim limitation exists in claims 13 and 15 that is not taught, disclosed, or 
suggested by either Murphy or Gross, the Exarriiner points to the passage in Murphy col. 8, line 44 
as showing "producing a failure rate based on disconnect cause codes of VOIP call usage records 
associated with VOIP call traffic handled by a particular VoIP network element for a given time 
interval." Final Office Action of June 3, 2005, p 3. However, Murphy neither teaches, discloses, 
nor suggests at least the Mowing expressly recited claim elements, either singly or in combination: 
-producing a failure rate," "based on disconnect cause codes," "VOIP call usage records associated 
with VOIP call traffic handled by a particular VoIP network element," or "for a given time 
interval." Murphy, and in particular the language to which the Exarniner refers in col. 8, references 
only a "congestion detector" which may periodically ping communication endpoints to look for 
network congestion, thereby creating a 4t probing history table." Looking for network congestion is 
not the same as "producing a failure rate" or "producing a failure rate based on disconnect cause 
codes." Furthermore, me "congestion detector" of Murphy references the "probing history table," 
which is apparently created through probing and is not based on usage records, let alone "VOIP call 
usage records." For at least these reasons, Murphy simply does not teach, disclose, or suggest at 
least these elements of claims 13 and 15. 

The Exarniner also points to the passage in Murphy col. 8, line 54 through col. 9, line 1 6 as 
showing "taenruning if me failure rate exceeds a defined threshold." Final Office Action of June 
3, 2005, p 3. However, Murphy, and in particular the language to which the Examiner refers in 
col. 8, line 54 through col. 9, line 16, fails to teach, disclose, or suggest "the failure rate" (which, 
according to expressly-recited claim language, is "based on disconnect cause codes . . or "the 
failure rate exceeds a defined threshold" Instead, Murphy focuses on "quality of service" of a 
•'VoIP link" (Murphy col. 8, line 5) rather than on "disconnect cause codes of VOIP call usage 
records associated with VOIP call traffic handled by a particular VOIP network element" 
Because Murphy does not teach, disclose, or suggest "fHsroi^ect cause codes" or "VOIP call 
usage records. " Murphy also does not teach, disclose, or suggest "a figure rate based on 
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^, nnnw t codes." and therefore also cannot teach, disclose, or suggest determining if 
th* failure rate exceeds a defined threshold" as claimed. Murphy also does not reference a 
^eshold" of any kind, and the Redetermined number » found m the passage cited by the 
Examiner instead refers to a number of calls rerouted over a DDR link, rather than a "defined 
threshold" for a failure rate based on disconnect cause codes. For at least these reasons, Murphy 
simply does not teach, disclose, or suggest at least these elements of claims 13 and 15. 

Gross also fails to provide at least one claim element that Murphy lacks. Applicant agrees 
with the Examiner that Murphy fails to teach "generating an alarm if ... the failure rate exceeds a 
defined threshold." final Office Action of June 3. 2005, p 3. However, Gross also fails to disclose, 
leach, or suggest generating an alarm if it is d etermined that the failure rate exceeds the 
defined threshold ." For this claim element, the Examiner at page 3 of the Final Office Action 
points to Gross (col. 1, lines 45-65; col. 7, lines 50-51; col. 8, lines 1-20; and col. 16, lines 65-67) as 
supporting the statement that "Gross. . .discloses a system for managing diagnostic and performance 
information which includes setting up diagnostic control message that when a parameter threshold 
is reached, an alert will be generated via an alarm or paging device to a network 
professionaVao^strator" However, Gross does not disclose how or why alarms may be 
generated. In particular, Gross fails to disclose, teach, or suggest any conditions for the creation of 
an alarm, and does not appear to relate the •'thresholds" of col. 16, line 67 m any way to the 
"external warnings" of col. 8, line 18; therefore, Gross does not disclose, teach, or suggest 
" "generating an alarm if it i« determined that the failure rate exceeds the defined threshold." 
Because claim 15 has brmtations similar to claim 13, the same rationale applies. 

Further, the claim language as previously amended evidences that the "failure rate" of 
claims 13 and 15 is "based on disconnect cause codes of VOIP call usage records." Gross does not 
teach, disclose, or suggest "a failure rate based on disconnect cause codes of VOIP call usage 
records " Instead, Gross teaches "silent and non-silent detection can occur once an IP connection is 
established between two or more TEs" (Gross col. 19, lines 3-5; emphasis added), "detection of 
diagnostic parameters begins once an IP connection is established (Gross col. 19, lines 64-65; 
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emphasis added) and deals with "attendant supervision of IP connections" (Gross col. 20, line 24; 
emphasis added). Because the Gross disclosure appears to be limited to detection of parameters of 
m established W connection, such as detection in order to reroute an IP network connection over a 
PSTN (Gross col. 2, lines 4-10), Gross would have no need to, and does not, teach, disclose, or 
suggest "VOIP call usage records" or "disconnect cause codes." In addition, claims 13 and 15 
recite, inter alia, "particular VoIP network element," whereas Gross gathers information not on a 
particular network element but instead on "a given IP connection" (Gross col. 11, lines 39-44, 
emphasis added). Because Gross does not teach, disclose, or suggest "VOIP call usage records" 
or ^^w-t codes. " Gross also does not teach, disclose, or suggest "a failure ra t e based 
on disconnect cause codes of VOIP call usage records," and, likewise, does not teach, disclose, or 
suggest "generating an alarm if it is determined that tt>e failure rate exceeds the defined threshold" 
as claimed. 

Murphy in view of Gross does not teach or suggest at least one limitation of claims 13 or 
15. For at least the aforementioned reasons, claims 13 and 15 are patentable over Murphy in view 
of Gross. Therefore, claims 13 and 15 are believed to be in condition for allowance, such being 
respectfully requested herein. 
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Conclusion 

The Applicant respectfully submits that the rejections have been overcome by the 
amendment and remark, and that the remaining pending claims are now in condition for 
allowance. Accordingly, the Applicant respectfully requests that the rejections be withdrawn and 
that a Notice of Allowance be issued for claims 13 and 15-27. 



Invitation sor a Telep «^nf Interview 

The Examiner is requested to call the undersigned at (303) 607-3709 if mere remains any 
issue with allowance of the case. 



CHARGE QURl MPraiT ACCOUHT 

No fee is believed to be necessary for entry of this paper. In the event that any such fee 
is necessary for the entry of this paper, please charge to our Deposit Account No. OfcOQ22 any 
fees under 37 C.F.R. 1-16 and 1.17 which may be requested to enter this paper. 



Respectfully submitted, 

FAEGRE & BENSON LLP 
Customer No.: 



Dale: AssmSJS^ *= FTC " 

Benjamin S. Fernandez, Esq. 

Atty. Keg. No.: 55,172 
Telephone: (303)607-3709 




imanriez- Esq. f 



DtfVRl 603115(3.01 
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